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the merits, even though it includes claims to independent or 
distinct inventions. 

(M.P.E.P. § 803 (emphasis added)). Thus, if the subject matter of the pending 
claims is such that there would be no serious burden on the examiner to search and 
examine all of the pending claims at the same time, the examiner is to do so, even if 
the pending claims are drawn to independent or distinct inventions. 

In support of the requirement, the Office Action merely alleges that the 
inventions of Groups I and II are distinct from each other. However, restriction under 
35 U.S.C. § 121 can be made only if two inventions are both independent and 
distinct. "Independent," as defined in the MPEP (for purposes of restriction practice) 
means that "there is no disclosed relationship between the two or more subjects 
disclosed, that is, they are unconnected in design, operation or effect." M.P.E.P. § 
802.01 . It is respectfully submitted that the inventions of Groups I and II are not 
independent because claim 6 is drawn to a gilded quartz or high aluminum-oxide- 
containing tube formed in accordance with the method of claim 1, and claims 7 and 
8 are drawn to a gilded quartz or high aluminum-oxide-containing tube formed in 
accordance with the method of claim 5. 

In addition, examination of the claims of Group II (claims 6 to 8) would 
involve searching all of the Patent and Trademark Office classes and subclasses in 
which the claims of Group I (claims 1 to 5) are also classified. Therefore, the same 
patentability search would embrace both the gilded quartz or high aluminum-oxide- 
containing tube and the method of gilding the quartz or high aluminum-oxide- 
containing tube. Actually, the claims bear such relation to one another as to bring 
them within the bounds of a single invention. 

Moreover, the Office Action states that "the product as claimed may be 
made by another and materially different process, such retrieving [sic] the coated 
tube before the cooling stove is below 100°C, for example, at 200°C." Office Action 
at p. 2. Applicants respectfully disagree. As an initial matter, claim 6 recites "[a] 
gilded quartz or high aluminum-oxide-containing tube used in ozone generator 
comprises a gold film formed through the method according to Claim 1 ." and claim 7 
recites "[a] gilded quartz or high aluminum-oxide-containing tube used in ozone 
generator comprises a gold film formed through the method according to Claim 5 " 
(emphasis added). Accordingly, since claims 6 and 7 make reference to claims 1 
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and 5, respectively, to define the limitations of the method, which includes the step 
of "retrieving the tube after the temperature in the stop is below 1 10°C," the gilded 
quartz or high aluminum-oxide-containing tube according to claims 6 and 7 cannot 
"be made by another and materially different process" from the process recited in 
claims 1 and 5. 



contained in the Office Action that "the product as claimed may be made by another 
and materially different process, such retrieving [sic] the coated tube before the 
cooling stove is below 100°C, for example, at 200°C" are without merit. Indeed, it is 
respectfully submitted that the coated tube recited in claims 6 to 8, which is formed 
according to a method that includes the step of "retrieving the tube after the 
temperature in the stop is below 1 10°C," would have better endurance in use than 
one retrieved before the stove is below the temperature of 1 10°C. The coating may 
better adhere to the surface of the tube in the condition that the tube is retrieved 
from the stove at a lower temperature. 

In view of the foregoing, withdrawal of the restriction requirement is 
respectfully requested. 



In addition, it is respectfully submitted that the unsupported assertions 
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